F L ORI D A H O U S E O F R EPRESENTATI V E S

HB 845 2005

1 A bill to be entitled

2 An act relating to trademarks; creating s. 495.001, F.S.;
3 provi di ng a popul ar nane; anending s. 495.011, F. S.;

4 provi di ng definitions; amending s. 495.021, F.S.;

5 precluding registration of certain marks; anmending s.

6 495. 027, F.S.; conform ng provisions; anmending s. 495.031,
7 F.S.; providing requirements for information to be

8 contained in an application for registration of a mark;

9 aut hori zing the Secretary of State to require certain
10 information in an application; requiring the application
11 to be signed and verified by oath; requiring the
12 application to be acconpani ed by three speci nens show ng
13 the mark; requiring the application to be acconpani ed by a
14 fee; creating s. 495.035, F.S.; providing filing
15 gui delines for applications; anmending s. 495.061, F.S.;
16 providing for the issuance of a certificate of
17 regi stration by the secretary; anending s. 495.071, F.S.;
18 provi di ng gui delines for the renewal of marks; providing
19 duration of effectiveness for the mark; anending s.
20 495.081, F.S.; providing for the assignability of marks;
21 provi ding for change of name certificates for registrants;
22 authorizing certain instruments to be recorded; providing
23 acknow edgnent of recording as prima facie evidence of the
24 execution of an assignment or other instrunent;
25 aut hori zi ng a photocopy of any instrunment to be acceptable
26 for recording; amending s. 495.091, F.S.; requiring the
27 secretary to record all marks registered with the state;
28 anending s. 495.101, F.S.; requiring the secretary to
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29 cancel certain marks; anmending s. 495.111; F.S., requiring
30 the secretary to establish a classification of goods and
31 services; amending s. 495.121, F.S.; conform ng | anguage;
32 amendi ng s. 495.131, F.S.; conform ng | anguage; anendi ng
33 S. 495.141, F.S.; providing renedies for the unauthorized
34 use of a mark; renoving | anguage regardi ng the assessnent
35 of plaintiff's profits; creating s. 495.145, F. S.;
36 providing a forumfor actions regarding registration;
37 providing service on out-of-state residents; anending s.
38 495. 151, F.S.; providing for an injunction in cases of
39 dilution of a fanmous mark; providing factors to consider
40 in determning a mark to be fanous; providing damages in
41 certain circunmstances of dilution; anmending s. 495. 161,
42 F.S.; deleting | anguage relating to the di m nishing of
43 certain common law rights; creating s. 495.165, F. S.;
44 requiring the secretary to prescribe certain fees;
45 amending s. 495.171, F.S.; providing application and
46 | egislative intent; providing for severability; providing
47 an effective date.
48
49| Be It Enacted by the Legislature of the State of Florida:
50
51 Section 1. Section 495.001, Florida Statutes, is created
52| to read:
53 495. 001 Popul ar nane. --This chapter nay be cited as the
54| "Registration and Protection of Tradenmnarks Act."
55 Section 2. Section 495.011, Florida Statutes, is anended
56| to read:
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57 (Substantial rewordi ng of section. See
58 S. 495.011, F.S., for present text.)
59 495,011 Definitions.--As used in this chapter:
60 (1) "Abandoned" applies to a mark when either of the

61| follow ng occurs:

62 (a) Wen its use has been discontinued with intent not to

63| resune such use. Intent not to resune use nmay be inferred from

64| circunstances. Nonuse for 2 consecutive years shall constitute

65| prina facie evidence of abandonnent.

66 (b) When any course of conduct of the owner, including

67 acts of either om ssion or conm ssion, causes the mark to | ose

68| its significance as a mark.

69 (2) "Applicant" nmeans the person filing an application for

70| registration of a mark under this chapter and the | egal

71| representatives, successors, or assigns of such person.

72 (3) "Dilution" neans the | essening of the capacity of a

73| mark to identify and distinguish goods or services, regardless

74| of the presence or absence of:

75 (a) Conpetition between the owner of the mark and ot her

76| parties.

77 (b) Likelihood of confusion, m stake, or deception.

78 (4 "Mark" includes any trademark or service nmark entitled

79| to registration under this chapter whether or not registered.

80 (5) "Person," and any other word or termused to designate

81| the applicant or other party entitled to a benefit or privilege

82| or rendered |iable under the provisions of this chapter, neans a

83| juristic person as well as a natural person. The term"juristic

84| person” includes a firm partnership, corporation, union,
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85| association, or other organi zation capabl e of suing and being

86| sued in a court of | aw

87 (6) "Registrant" neans the person to whomthe regi stration

88| of a mark under this chapter is issued, and the | egal

89| representatives, successors, or assigns of such person.

90 (7) "Secretary" neans the Secretary of State or the

91| designee of the secretary charged with the adm nistrati on of
92| this chapter.
93 (8) "Service mark" neans any word, name, synbol, device,

94| or any conbination thereof, used by a person to identify and

95| distinguish the services of such person, including a unique

96| service, fromthe services of others, and to indicate the source

97| of the services, even if that source is unknown. Distinctive

98| features of radio or television prograns, including, but not

99| limted to, titles and character nanes used by a person, nay be

100| registered as service marks notw t hstanding that the person or

101| the prograns may adverti se the goods of the sponsor.

102 (9) "Trademark" nmeans any word, nanme, synbol, device, or

103| any conbination thereof, used by a person to identify and

104| distinguish the goods of such person, including a unique

105 product, fromthose nmanufactured or sold by others, and to

106 indicate the source of the goods, even if that source is

107| unknown.

108 (10) "Trade name" neans any nhane used by a person to

109| identify a business or vocation of such person.

110 (11) "Use" neans the bona fide use of a mark in the

111| ordinary course of trade, and does not include the use of a

112| tradenark or service nark nerely for the purpose of reserving a
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113| right in the trademark or service mark. For the purposes of this

114| chapter, a mark shall be deened to be in use when it is placed

115 on goods, their containers or the displays associated therewth,

116 on the tags or |abels affixed thereto, or, if the nature of the

117| goods makes such placenent inpracticable, then on docunents

118| associated with the goods or their sale, and such goods are sold

119| or transported in commerce in this state, and a service mark

120 shall be deened to be "used" when it is used or displayed in the

121| sale or advertising of services and the services are rendered in
122| this state.

123 Section 3. Section 495.021, Florida Statutes, is anmended
124| to read:

125 495. 021 Registrability.--

126 85 A mark by which the goods or services of any applicant

127 for registration may be distinguished fromthe goods or services

128| of others shall not be registered if it:

129 (1)a) Consists of or conprises er—ineludes i mor al
130| deceptive or scandal ous matter; o+
131 (2)fb)y Consists of or; conprises er—heludes matter which

132| may disparage or fal sely suggest a connection with persons,
133| living or dead, institutions, beliefs, or national synbols, or
134| bring theminto contenpt, or disrepute; o~

135 (3)fe)> Consists of ory conprises e—heludes the flag or
136| coat of arms or other insignia of the United States, or of any
137| state or nunicipality, or of any foreign nation, or any

138| sinulation thereof; er

Page 5 of 24

CODING: Words stricken are deletions; words underlined are additions.



F L ORI D A H O U S E O F R EPRESENTATI V E S

HB 845 2005

139 (4) ) Consists of or- conprises er—neludes the nane,

140| signature, or portrait of any living individual, except with her
141| or his witten consent; o+

142 (5)fe) Consists of a mark which:

143 (a)3— Wen used on or in connection with appted—+te the

144| goods or services of the applicant is nerely descriptive or

145| deceptively m sdescriptive of them

146 (b)2— Wen used on or in connection with applied+to the
147| goods or services of the applicant is primarily geographically
148| descriptive or deceptively msdescriptive of them-er—their

149| sourece—or—orighn, or

150 (c)3~ Is primarily nerely a surnanme, provided, however,
151| that nothing in this subsection paragraph shall prevent the

152| registration of a mark used in this state by the applicant which

153| has becone distinctive of the applicant's goods or services +#a
154| this-state or—elsewhere.

155
156| The secretary Pepartrent—ofState nay accept as evidence that
157| the mark has becone distinctive, as used on or in connection
158| wth apptiedte the applicant's goods or services, proof of

159| substantially—exelusive—and continuous use thereof as a mark by

160| the applicant in this state or el sewhere for 5 years next

161| preceding the date on which the claimof distinctiveness is

162 made; or

163 (6)H) Consists of or conprises a mark which so resenbles
164| a mark registered in this state or a mark or trade nane

165| previously used iathis-state by another and not abandoned, as
166| to be likely, when used on or in connection with appt-ed+te the
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167| goods or services of the applicant, to cause confusion or

168| m stake or to deceive. Registration—shall—not—be-denied-solely
169| enthebasis—of reservation—orregistrati-onbyanother—of—a

170| corporate nane or fictitious nane that is the sane or simlar to
171 . . . .

172
173
174 L] . | L : ks includi L ndi . :
175 . o . . .
176
177
178
179

180| ind L al L al bl ’ L . Y
181 hall | Lt od I . | ded_i i I .
182| thecase of trademarks—and-service nmarks—The Departnent—of

183| State-mmy—establish-a separate register for such collective

184| marks—andcertiirecationnarks—

185 Section 4. Subsection (3) of section 495.027, Florida

186| Statutes, is anmended to read:

187 495. 027 Reservation.--

188 (3) Every request under this section shall be acconpanied

189| by a filing fee of $50, payable to the Departnent of State, for
190 each class of goods or services established pursuant to as

191| speeifiedin s. 495 111, in connection with which the mark is to
192| be used.

193 Section 5. Section 495.031, Florida Statutes, is anmended
194| to read:

Page 7 of 24

CODING: Words stricken are deletions; words underlined are additions.



F L ORI D A H O U S E O F R EPRESENTATI V E S

HB 845 2005
195 (Substantial rewordi ng of section. See
196 S. 495.031, F.S., for present text.)
197 495. 031 Application for registration.--
198 (1) Subject tothe limtations set forth in this chapter,

199| any person who uses a mark may file in the office of the

200| secretary, in a manner conplying with the requirenents of the

201| secretary, an application for registration of that nmark,

202 including, but not linmted to, the follow ng i nfornmation:

203 (a) The nane and busi ness address of the person applying

204| for such registration and, if a corporation, the state of

205| incorporation or, if a partnership, the state in which the

206| partnership is organi zed and the nanes of the general partners,

207| as specified by the secretary.

208 (b) The goods or services on or in connection with which

209 the mark is used and the node or manner in which the mark is

210| used on or in connection with such goods or services and the

211| class in which such goods or services fall

212 (c) The date when the mark was first used anywhere and the

213| date when it was first used in this state by the applicant or a

214| predecessor in interest.

215 (d) A statenent that the applicant is the ower of the

216| mark, that the mark is in use, and that, to the know edge of the

217| person verifying the application, no other person has

218| registered, either federally or in this state, or has the right

219 to use such mark either in the identical formthereof or in such

220| near resenblance thereto as to be |likely, when applied to the

221| goods or services of such other person, to cause confusion, to

222| cause ni stake, or to deceive.
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223 (2) The secretary may also require a statenent as to

224| whether an application to register the mark, or portions or a

225| conposite thereof, has been filed by the applicant or a

226| predecessor in interest in the United States Patent and

227| Tradenmark O fice and, if so, the applicant shall provide ful

228| particulars with respect thereto, including the filing date and

229| serial nunber of each application, the status thereof, and, if

230| any application was finally refused registration or has

231| otherwise not resulted in a registration, the reasons therefore.

232 (3) The secretary nay also require that a drawi ng of the

233| mark, conplying with such requirenents as the secretary nay

234| specify, acconpany the application.

235 (4) The application shall be signed and verified by oath,

236| affirmation, or declaration subject to perjury |aws, by the

237| applicant, a nenber of the firm or an officer of the

238| corporation or association applying.

239 (5) The application shall be acconpani ed by three

240| speci nens showing the nark as actual ly used.

241 (6) The application shall be acconpani ed by the

242| application fee payable to the secretary.

243 Section 6. Section 495.035, Florida Statutes, is created
244| to read:

245 495,035 Filing of applications. --

246 (1) Upon the filing of an application for registration and

247| paynent of the application fee, the secretary may cause the

248| application to be exam ned for conformty with this chapter.

249 (2) The applicant shall provide any additional pertinent
250 information requested by the secretary, including a description
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251| of a design mark and may nake, or authorize the secretary to

2521 nmake, such anendnents to the application as nay be reasonably

253| requested by the secretary or deened by applicant to be

254| advisable to respond to any rejection or objection.

255 (3) The secretary nay require the applicant to disclaiman

256| wunregistrable conponent of a nark ot herw se regi strable, and an

257| applicant may voluntarily disclaima conponent of a mark sought

258| to be registered. No disclainer shall prejudice or affect the

259| applicant's or registrant's rights then existing or thereafter

260| arising in the disclainmed mtter, or the applicant's or

261| registrant's rights of registration on another application if

262| the disclainmed matter be or shall have becone distinctive of the

263| applicant's or registrant's goods or services.

264 (4) Anmendnents nmay be nade by the secretary upon the

265| application submtted by the applicant upon the applicant's

266| agreenent, or a new application may be required to be submtted.

267 (5) If the applicant is found not to be entitled to

268| registration, the secretary shall advise the applicant of the

269| rejection and of the reasons for rejection. The applicant shal

270| have a reasonable period of tine specified by the secretary in

271| which to reply or to anend the application, in which event the

272| application shall then be reexam ned. This procedure may be

273| repeated until

274 (a) The secretary refuses registration of the mark; or

275 (b) The applicant fails to reply or anend the application

276 within the specified tine, whereupon the application shall be
277| abandoned.

278 (6) |If the secretary denies registration of the mark, the
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279| applicant may seek a wit of mandanmus to conpel such

280| registration. Such wit nay be granted, but w thout costs to the

281| secretary, on proof that all the statenents in the application

282 are true and that the mark is otherwise entitled to

283| registration.

284 (7) In the instance of multiple applications concurrently

285| being processed by the secretary which seek registration of the

286| sane or confusingly simlar nmarks for the sane or rel ated goods

287| or services, the secretary shall grant priority to the

288| applications in order of filing. If a prior-filed application is

289| granted a registration, the other application or applications

290| shall then be rejected. Any rejected applicant may bring an

291| action for cancellation of the regi stration upon grounds of

292| prior or superior rights to the mark, in accordance with the
293| provisions of s. 495.101.

294 Section 7. Section 495.061, Florida Statutes, is anended
295| to read:

296 495.061 Certificate of registration.--

297 (1) Upon conpliance by the applicant with the requirenents

298| of this chapter, the secretary Bepartrent—of—State shall cause a
299| certificate of registration to be issued and delivered to the

300 applicant. The certificate of registration shall be issued under
301 the signature of the secretary ef—State and the seal of the

302 state, and it shall show the nanme and business address and, if a
303| corporation or partnership, the state of incorporation or the

304| state in which the partnership is organi zed and the nanes of the

305| general partners, of the person claimng ownership of the mark

306l inthis state, the date clained for the first use of the nark
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307| anywhere and the date clainmed for the first use of the mark in
308 this state, the class or classes of goods or services on which
309 the mark is used, a reproduction of the mark, the registration
310| date and the termof the registration

311 (2) Any certificate of registration issued by the

312| secretary DBepartment—ofState under the provisions hereof or a

313| copy thereof duly certified by the secretary Bepartrent—of—State
314| shall be adm ssible in evidence as conpetent and sufficient

315 proof of the registration of such mark in any action or judicial

316| proceedings in any court of this state—and-shallbe primatfacie
317| evidence of the validity of the registration —registrant's

318| ownership-of the mark—and of registrant' s exclusive right-to
319 | i hi : : it h ot I

320 : fied | I e ’ bi it
321| andtimtations—stated therein.

322 3 : I . , ﬁ I I hi

323| chapter—the reservationof such mark -based onintent to use,—as
324 | ded i hi I _ chabl : o L d ﬁ

325 . . o : .

326

327

328

329

330| such-goods orservices—

331 Section 8. Section 495.071, Florida Statutes, is anmended
332| to read:

333 495. 071 Duration and renewal . --
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334 (1) Registration of a mark hereunder shall be effective
335| for atermof 5 30 years fromthe date of registration and, upon
336| application filed within 6 nonths prior to the expiration of

337| such term in a manner conplying with the requirenents of the
338| secretary en—atormtobefurnished by the Departrent—ofState,
339| the registration may be renewed for a |like term beginning at the
340 end of the previous term A renewal fee of $87 50 for each class
341 : I . hicl I L

342| seught, payable to the secretary Pepartrent—of—State, shal

343| acconpany the application for renewal of the registration.

344 (2) A mark registration nay be renewed for successive
345| periods of 5 36 years in |ike manner.

346 (3) Any registration in effect on the date on which this
347| section becones |aw shall continue in effect for the unexpired

348 termthereof and may be renewed by filing an application for

349| renewal with the secretary conplying with the requirenents of

350| the secretary and paying the renewal fee therefor within 6

351| nonths prior to the expiration of the registrati on Fhe

352 Departnent of State shall notify registrants of nmarks hereunder
353| et the necessity of renewal within the year next precedingthe
354 expirationof-the 10 years fromthe date of registrationby

355| writingto-the last known address of the registrants—The

356| department—shall prescribe the fornsonwhich to nake-the

357| reguired-notification—and the renewalcalled for in-subsection
358| (H—and may substitute the uniformbusiness report—pursuantteo
359| s—606.-06,—as—ahneans—of satistyingthe requitrenentof this

360| part.

Page 13 of 24

CODING: Words stricken are deletions; words underlined are additions.



F L ORI D A H O U S E O F R EPRESENTATI V E S

HB 845 2005

361 (4) Al applications for renewals under this chapter

362 whether of registrations nade under this act or of registrations

363| effected under any prior act, shall include a statenent that the

364| mark has been and is still in use and include a specinen show ng

365| actual use of the mark on or in connection with the goods or
366 services in-this state,—or that its nonuse s due to special
367| circunstances which excuse such nonuse and-is not due to any
368| intention-to-abandon-the mark.

369 Section 9. Section 495.081, Florida Statutes, is anmended
370 to read:

371 495. 081 Assignnents; changes of nane; other instrunents
372| Assighment. - -
373 (1) Any mark and its registration hereunder shall be

374| assignable with the good will of the business in which the mark
375 is used or with that part of the good will of the business

376 connected with the use of and synbolized by the mark. Assignnent
377 shall be by instrunents in witing duly executed and nay be

378| recorded with the secretary DBepartrent—ofState upon the paynent
379| of a recording fee of$50, payable to the secretary who

380| Departnent—of—State—which, upon recording of the assignnent,

381| shall issue in the nane of the assignee a new certificate for

382| the remainder of the termof the registration or of the |ast

383| renewal thereof. An assignnent of any registration under this
384| chapter shall be void as agai nst any subsequent purchaser for
385| valuabl e consideration w thout notice, unless such assignnent is

386| recorded with the secretary Departrent—of State within 3 nonths
387| after the date thereof or prior to subsequent purchase at—anRy

388| time-afterthe-expirationof-such 3-ppnth period—unlessan
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390
391
392 (2) Any registrant or applicant effecting a change of the

393| nane of the person to whomthe mark was i ssued or for whom an

394| application was filed may record a certificate of change of nane

395| of the registrant or applicant wwth the secretary upon the

396| paynent of the recording fee. The secretary nay issue in the

397| nane of the assignee a certificate of registration of an

398| assigned application. The secretary nay issue in the nane of the

399 assignee a new certificate or registration for the remi nder of

400 the termof the registration or |ast renewal thereof.

401 (3) Oher instrunents, such as |licenses, security

402| interests, or nortgages which relate to a nark regi stered or

403| application pending pursuant to this chapter, may be recorded in

404| the discretion of the secretary, provided that such instrunent

405| is in witing and duly executed.

406 (4) Acknow edgenent shall be prima facie evidence of the

407| execution of an assignnent or other instrunment and, when

408| recorded by the secretary, the record shall be prima facie

409( evidence of execution.

410 (5) A photocopy of any instrunent referred to in this

411| subsection shall be accepted for recording if it is certified to

412 be a true and correct copy of the original by any of the parties

413 thereto, or their successors.
414 Section 10. Section 495.091, Florida Statutes, is anended
415 to read:
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416 495. 091 Records.--The secretary DBepartrent—ofState shal
417| keep for public exam nation a record of all marks registered or

418| renewed under this chapter, as well as a record of all docunents
419| recorded pursuant to s. 495.081.

420 Section 11. Section 495.101, Florida Statutes, is anended
421| to read:

422 (Substantial rewording of section. See

423 s. 495.101, F.S., for present text.)

424 495.101 Cancellation.--The secretary shall cancel fromthe
425| register:

426 (1) Any registration voluntarily requested to be cancel ed

427| by the registrant or the assignee of record.

428 (2) Al registrations granted under this chapter and not
429| renewed in accordance with the provisions hereof.

430 (3) Any registration which a court of conpetent

431| jurisdiction finds that:

432 (a) The registered mark has been abandoned.

433 (b) The registrant is not the owner of the nark.

434 (c) The reqgistration was granted i nproperly.

435 (d) The registration was obtai ned fraudul ently.

436 (e) The mark is or has becone the generic nane for the

437| goods or services, or a portion thereof, for which it has been

438| regi stered.

439 (f) The registered mark is so simlar, as to be likely to

440| cause confusion or mstake or to deceive, to a nmark registered

441| by anot her person in the United States Patent and Tradenark

4421 Ofice, prior to the date of the filing of the application for

443| registration by the registrant hereunder, and not abandoned;
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444 however, should the registrant prove that the registrant is the

445| owner of a concurrent registration of a mark in the United

446| States Patent and Tradenark O fice covering an area including

447| this state, the registration hereunder shall not be cancel ed.

448 (4) Any registration which a court of conpetent

449( jurisdiction orders canceled on any ground.

450 Section 12. Section 495.111, Florida Statutes, is anmended
451| to read:

452 (Substantial rewording of section. See

453 S. 495.111, F.S., for present text.)

454 495. 111 Classification.--The secretary shall establish a

455| classification of goods and services for conveni ence of

456| administration of this chapter, but shall not linmt or extend

457| the applicant's or registrant's rights. A single application for

458| registration of a mark may include any or all goods upon which,

459| or services with which, the nark is actually being used

460| indicating the appropriate class or classes of goods or

461| services. Wien a single application includes goods or services

462 which fall within multiple classes, the secretary may require

463| paynent of a fee for each class. To the extent practicable, the

464| classification of goods and services should conformto the

465| classification adopted by the United States Patent and Tradenark
466| Ofice.

467 Section 13. Section 495.121, Florida Statutes, is anended
468| to read:
469 495.121 Fraudul ent registration.--Any person who shall for

470 herself or hinself, or on behalf of any other person, procure
471 the filing or registration of any mark with the secretary
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472| Departrwent—of—State under the provisions hereof, by know ngly

473| making any fal se or fraudul ent representation or declaration,
474| verbally or in witing, or by any other fraudul ent nmeans, shal
475| be liable to pay all damages sustained in consequence of such
476| filing or registration, and for punitive or exenplary danages,
477! to be recovered by or on behalf of the party injured thereby in
478| any court of conpetent jurisdiction.

479 Section 14. Section 495.131, Florida Statutes, is amended
480| to read:

481 495.131 Infringenent.--Subject to the provisions of s.
482| 495.161, any person who shall:

483 (1) Use, without the consent of the registrant, any

484| reproduction, counterfeit, copy, or colorable imtation of a
485| mark regi stered under this chapter en—-any—goeds—or in connection
486| with the sale, offering for sale, distribution or advertising of
487| any goods or services on or in connection with which such use is
488| likely to cause confusion or m stake or to deceive as to the
489| source or origin of such goods or services; or

490 (2) Reproduce, counterfeit, copy or colorably imtate any
491| such mark and apply such reproduction, counterfeit, copy or

492| colorable imtation to |abels, signs, prints, packages,

493| wappers, receptacles or advertisenents intended to be used upon
494| or in conjunction with the sale or other —efferingfor—sale-
495| distribution e——advertising in this state of goods or services;
496
497| shall be liable in a civil action by the owner of such

498| registered mark for any or all of the renedies provided in s.
499| 495.141, except that under subsection (2) hereof the registrant
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500| shall not be entitled to recover profits or danages unless the
501| acts have been conmtted with the intent knowledge that such
502| #meark—+tsintendedto-be used to cause confusion or mstake or to
503| deceive.

504 Section 15. Section 495.141, Florida Statutes, is anmended
505 to read:

506 495. 141 Renedi es. --

507 5 Any owner of a mark registered under this chapter my

508| proceed by suit to enjoin the manufacture, use, display, or sale
509| of any counterfeits or imtations thereof and any court of

510| conpetent jurisdiction may grant injunctions to restrain such
511 manufacture, use, display or sale as may be by the said court
512| deened just and reasonable, and may require the defendants to
513| pay to such owner all profits derived fromand/or all danages
514| suffered by reason of such wongful manufacture, use, display,
515| or sal e andto—paythe—costs—oftheaction- and such court may
516| also order that any such counterfeits or imtations in the

517| possession or under the control of any defendant in such case be
518| delivered to an officer of the court, or to the conplainant, to
519 be destroyed. The court, in its discretion, may enter judgnent

520| for an amount not to exceed three tinmes such profits and danmages

521| and reasonable attorney's fees of the prevailing party in such

522| cases where the court finds the other party comritted the

523| wrongful acts wth know edge, in bad faith, or otherw se as

524| according to the circunstances of the case. The enuneration of

525| any right or renedy herein shall not affect a registrant's right
526| to prosecute under any penal law of this state laassessihg
527| protitsthe plaintitt shallbe requiredtoprovedefendant—s
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528
529
530| judgrent—accordingto-the circunstancesof the case—for—any
531 : i

532
533
534 I o r . o : I

535 : . . .

536

537

538

539

540| ef—this—state—

541 Section 16. Section 495.145, Florida Statutes, is created
542| to read:

543 495. 145 Forum for actions regarding registration; service

5441 on out-of-state registrants. --

545 (1) Actions to require cancellation of a mark regi stered

546| pursuant to this chapter, or in mandanus, to conpel registration

547| of a mark pursuant to this chapter shall be brought in any court

548| of conpetent jurisdiction. In an action in nmandanus, the

549| proceeding shall be based solely upon the record before the

550| secretary. In an action for cancellation, the secretary shall

551| not be made a party to the proceeding but shall be notified of

552| the filing of the conplaint by the clerk of the court in which

553| it is filed and shall be given the right to intervene in the
554| action.
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555 (2) In any action brought agai nst a nonresi dent

556| registrant, service may be effected upon the secretary as agent

557| for service of the registrant in accordance with the procedures

558| established for service upon nonresident corporations and

559| business entities under s. 48.081.

560 Section 17. Section 495.151, Florida Statutes, is anended
561| to read:

562 (Substantial rewordi ng of section. See

563 s. 495.151, F.S., for present text.)

564 495,151 Injury to business reputation; dilution.--

565 (1) The owner of a mark which is fanpus in this state

566| shall be entitled, subject to the principles of equity and upon

567| such terns as the court seens reasonable, to an injunction, and

568| to obtain such other relief against another person's comerci al

569| use of a nark or trade nane, if such use begins after the mark

570| has becone fampbus and causes dilution of the distinctive quality

571| of the mark, as is provided in this section. In deternining

572 whether a nark is distinctive and fanobus, a court may consi der

573| factors, including, but not limted to:

574 (a) The degree of inherent or acquired distinctiveness of
575 the mark in this state.

576 (b) The duration and extent of use of the mark in

577| connection with the goods and services with which the nmark is
578| wused.

579 (c) The duration and extent of advertising and publicity
580| of the mark in this state.

581 (d) The geographical extent of the trading area in which
582| the mark is used.
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583 (e) The channels of trade for the goods or services with
584 which the nmark is used.
585 (f) The degree of recognition of the mark in the trading

586| areas and channels of trade in this state used by the mark's

587 owner and the person against whomthe injunction is sought.

588 (g) The nature and extent of use of the sanme or simlar
589 mark by third parties.
590 (h) Whether the nark is the subject of a state

591| registrationin this state, or a federal registration under the
592| federal Act of March 3, 1881, or the federal Act of February 20,

593| 1905, or on the principal register.

594 (2) In an action brought under this section, the owner of

595| a fanobus nmark shall be entitled only to injunctive relief in

596| this state, unless the person agai nst whomthe injunctive relief

597| is sought willfully intended to trade on the owner's reputation

598| or to cause dilution of the fanbus mark. |If such willful intent

599| is proven, the owner shall also be entitled to the renedi es set

600| forth in this chapter, subject to the discretion of the court

601| and the principles of equity. The follow ng shall not be

602| actionable under this section:

603 (a) Fair use of a fampbus nark by another person in

604| conparative comercial advertising or pronotion to identify the

605| conpeting goods or services of the owner of the fanpbus nark.

606 (b) Noncommercial use of the nark.
607 (c) Al fornms of news reporting and news commentary.
608 Section 18. Section 495.161, Florida Statutes, is anended

609| to read:
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610 495. 161 Common-law rights.--Nothing herein shall adversely
611| affect or—dimnish the rights or the enforcenment of rights in
612| marks acquired in good faith at any tine at common | aw.

613 Section 19. Section 495.165, Florida Statutes, is created
614| to read:

615 495. 165 Fees.--The secretary shall prescribe reasonabl e

616| fees payable for the various applications and recording fees and

617| for related services. Unless specified by the secretary, the

618| fees payable herein are not refundabl e.

619 Section 20. Section 495.171, Florida Statutes, is anmended
620| to read:

621 (Substantial rewording of section. See

622 s. 495.171, F.S., for present text.)

623 495.171 Effective date; intent of chapter.--

624 (1) This section shall be in force and take effect after

625| its beconing a |law but shall not affect any suit, proceedi ng, or

626| appeal then pending.

627 (2) The intent of this chapter is to provide a system of

628| state tradenark registration and protection substantially

629| consistent with the federal systemof trademark registration and

630| protection under the Trademark Act of 1946, as anended. To that

631| end, the construction given the federal act should be exani ned

632| as persuasive authority for interpreting and construing this

633| chapter.
634 Section 21. If any provision of this act or the

635| application thereof to any person or circunstance is held

636| invalid, the invalidity shall not affect other provisions or

637| applications of the act which can be given effect without the
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638| invalid provision or application, and to this end the provisions
639| of this act are decl ared severable.

640 Section 22. This act shall take effect July 1, 2005.
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