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Bill No. SB 2186
Bar code 493300
CHAMBER ACTI ON
Senat e House

Comm 1/ FAV
03/ 29/ 2006 01:11 PM

The Conmittee on Conmmerce and Consuner Services (Aronberqg)

recommended the foll owi ng anendnent :

Senate Anendnent (with title anendnent)

Del ete everything after the enacting cl ause

and insert:
Section 1. Section 495.001, Florida Statutes, is

created to read

495.001 Short title.--This chapter may be cited as the

'Regi stration and Protection of Tradenmarks Act."

Section 2. Section 495.011, Florida Statutes, is
amended to read:

(Substantial rewording of section. See

s. 495.011, F.S., for present text.)

495.011 Definitions.--As used in this chapter

(1) "Abandoned" applies to a nmark when either of the

foll owi ng occurs:

(a) When its use has been discontinued with intent

not

to resunme such use. Intent not to resune use may be inferred

fromcircunstances. Nonuse for 3 consecutive years shal
1
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constitute prima facie evidence of abandonnent.

(b) VWhen any course of conduct of the owner, including

acts of om ssion or conmi ssion, causes the mark to lose its

significance as a mark.

(2) "Applicant" neans the person filing an application

for registration of a mark under this chapter and the | ega

representatives, successors, or _assigns of such person

(3) "Certification mark" nmeans any word, nane, synbol,

or _device, or any conbination thereof, used by a person other

than the owner of the mark to certify regional or other

origin, material, node of manufacture, quality, accuracy, or

other characteristics of such person's goods or services or

that the work or | abor on the goods or services was perforned

by nmenbers of a union or other organi zation.

(4) "Collective mark" neans a trademark or service

mar k used by the nenbers of a cooperative, an association, or

ot her collective group or organi zation, and includes marks

used to indicate nenbership in a union, an association, or

ot her organi zati on.

(5) "Departnent" neans the Florida Departnent of State

or its designee charged with the administration of this

chapter.

(6) "Dilution" neans the | essening of the capacity of

a mark to identify and distinguish goods or services,

regardl ess of the presence or absence of:

(a) Conpetition between the owner of the mark and

ot her parti es.

(b) Likelihood of confusion, mistake, or deception

(7)  "Mark" includes any tradenmark, service mark

certification nmark, or collective mark entitled to

regi stration under this chapter, whether or not registered.
2
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(8) "Person," and any other word or termused to

designate the applicant or other party entitled to a benefit

or privilege or rendered |iable under the provisions of this

chapter, neans a juristic person as well as a natural person

Juristic person” includes a firm partnership, corporation

uni on, association, or other organi zation capable of suing and

being sued in a court of |aw.

(9) "Reqgistrant" neans the person to whomthe

registration of a mark under this chapter is issued and the

| egal representatives, successors, or _assigns of such person.

(10) "Rel ated conmpany" neans any person whose use of a

mark is controlled by the owner of the mark with respect to

the nature and quality of the goods or services on or in

connection with which the nmark i s used.

(11) "Service mark" neans any word, nane, synbol, or

device, or _any combination thereof, used by a person to

identify and distingquish the services of such person

i ncluding a uni que service, fromthe services of others, and

to indicate the source of the services, even if that source is

unknown. Titles, character nanes, and other distinctive

features of radio or television prograns nay be registered as

service marks notw thstanding that the person or the prograns

may advertise the goods of the sponsor

(12) "Trade nanme" neans any nane used by a person to

identify a business or vocation of such person

(13) "Trademar k" neans any word, nanme, synbol, or

device, or any conbi nation thereof, used by a person to

identify and distinguish the goods of such person, including a

uni gue product, fromthose nmanufactured or sold by others, and

to indicate the source of the goods, even if the source is

unknown.
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(14) "Use" neans the bona fide use of a mark in the

ordinary course of trade and not used nerely for the purpose

of reserving a right in a mark. For purposes of this chapter

a mark is deened to be in use:

(a) On _goods when:

1. The mark is placed in any manner _on the goods,

their containers or the displays associated therewith, or on

the tags or labels affixed thereto, or, if the nature of the

goods makes such placenent inpracticable, on docunents

associated with the goods or their sale; and

2. The goods are sold or transported in this state.

(b) On services when the mark is used or displayed in

the sale or advertising of services and the services are

rendered in this state.

Section 3. Subsection (1) of section 495.021, Florida
Statutes, is anended to read:

495,021 Registrability.--

(1) A mark by which the goods or services of any
applicant for registration may be distingui shed fromthe goods
or services of others shall not be registered if it:

(a) Consists of ory conprises er—+netudes i nmoral
deceptive, or scandal ous natter; o+

(b) Consists of ory conprises er—+netudes matter which
may di sparage or fal sely suggest a connection with persons,
living or dead, institutions, beliefs, or national synbols, or
bring theminto contenpt, or disrepute; eof

(c) Consists of ory conprises er—+netudes the flag or
coat of arms or other insignia of the United States, or of any
state or nunicipality, or of any foreign nation, or any
simul ati on thereof; eofr

(d) Consists of ory conprises a e+—+netugdes—the nane,
12:39 PM 03/ 27/ 06 ‘ s2186d-cnm27- kOa
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signature, or portrait identifying a particular ef—anfy |iving

i ndi vidual, except by wth her or his witten consent, or the

nanme, signature, or portrait of a deceased President of the

United States during the lifetime of his widow or her w dower,

if any, except by the witten consent of the w dow or w dower;

or
(e) Consists of a mark which
1. \When used on or in connection with appH-ee—+to the

goods or services of the applicant, is nmerely descriptive or
deceptively m sdescriptive of thenir-

2. \Wen used on or in connection with appt-ed—te the

goods or services of the applicant, is primarily
geographi cal |y descriptive er—deeceptivey—rrsdeseriptive of
t hem  er—their—soduree—or—or+gin—ofr

3. When used on or in connection with the goods or

services of the applicant, is primarily geographically

nm sdescriptive of the goods or services;

4.3— |Is primarily nerely a surnane;,_or;

5. Conprises any matter that, as a whole, is

functi onal

Except as expressly excluded in subparagraphs 3. and 5.

providets—hoewever—that nothing in this paragraph shal
prevent the registration of a mark used na—this—state by the

appl i cant which has becone distinctive of the applicant's
goods or services inthis—state—or—etsewhere. The departnent
of—State nay accept as prinma facie evidence that the mark has

become distinctive, as used on or in connection with apptied

to the applicant's goods or services, proof of substantially
excl usi ve and continuous use thereof as a mark by the
applicant in this state or elsewhere for the 5 years before

5
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next—preecedi-ng the date on which the claimof distinctiveness
i s made; or

(f) Consists of or conprises a mark which so resenbl es
a mark registered in this state or a mark or trade nane
previously used in this state by another and not abandoned, as
to be likely, when applied to the goods or services of the
applicant, to cause confusion or nistake or to deceive.
Regi stration shall not be denied solely on the basis of
reservation or registration by another of a corporate nanme or
fictitious nane that is the sanme or sinmlar to the mark for
whi ch registration is sought.

Section 4. Section 495.027, Florida Statutes, is

repeal ed
Section 5. Section 495.031, Florida Statutes, is

amended to read:

495.031 Application for registration.--

(1) Subject to the limtations set forth in this
chapter, any person who adopts—and uses a trademark or service
mark in this state may file with the departnment ef—State, in a
manner and eof—& formconplying with the requirenents of te—be

furrat-shed—by the departnment, an application for registration
of that tradermark—or——serviee mark setting forth, but not

limted to, the follow ng information:
(a) The name and busi ness address of the person
applying for such registration, and, if a business entity, the

pl ace eerporatien—the—state of incorporation or organization

(b) The goods or services on or in connection wth

which the mark is used and the node or nmanner in which the
mark is used in connection with such goods or services and the
class or classes in which such goods or services fall

(c) The date when the mark was first used anywhere and

6
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the date when it was first used in this state by the
applicant, the applicant's er—her—or—h+s predecessor in

interest, bustness or a related conpany of the applicant er
the—appH-eant—s—predecessor; and
(d) A statenment that the applicant is the owner of the

mark, that the mark is in use, and that, to the best of the

applicant's know edge, no other person except a related

conpany has reqgistered such mark in this state, or has the

right to use such nmark in this state, either in the identica
formthereof or in such near resenbl ance thereto as to be

likely, when applied to the goods or services of such other

person, to cause confusion, to cause mstake, or to deceive eof

eenfuse—or+—tobemstaken—therefor.

(2) Every applicant for registration of a
certification mark in this state shall file with the
department eof—State, in a manner and en—a formconplying with

the requirenents of te—be—+furnr-shed—by the departnent, an

application setting forth, but not limted to, the follow ng

i nformation:

(a) The information required by paragraph (1)(a);

(b) The date when the certification mark was first
used anywhere and the date when it was first used in this
state under the authority of the applicant;

(c) The manner in which and the conditions under which
the certification mark is used in this state; and

(d) A staterment that the applicant is exercising
control over the use of the mark, that the applicant is not
herself or hinself engaged in the production or marketing of
t he goods or services to which the mark is applied, and that
no person except the applicant or persons authorized by the
applicant, or related conmpanies thereof, has the right to use

7
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such mark in this state either in the identical formthereof
or in such near resenblance thereto as to be likely to deceive
or confuse or to be mi staken therefor

(3) Every applicant for registration of a collective
mark in this state shall file with the departnment ef—State, in
a manner and of—&a formconplying with the requirenents of o

pbe—furnshed—by the departnent, an application setting forth,

but not linmted to, the follow ng information:

(a) The information required by paragraphs (1)(a) and
(b);

(b) The date when the collective mark was first used
anywhere and the date when it was first used in this state by
any nenber of the applicant or a related conpany of such
nmenber ;

(c) The class of persons entitled to use the mark
indicating their relationship to the applicant, and the nature
of the applicant's control over the use of the mark; and

(d) A statenment that no person except the applicant or
nmenbers of the applicant, or related conpani es thereof, has
the right to use such mark in this state either in the
identical formthereof or in such near resenbl ance thereto as
to be likely to deceive or confuse or to be mistaken therefor

(4) The departnent may also require that a draw ng of

the mark, complying with the requirenents of the departnent,

acconpany the application

(5) 4 Every application under this section shall be
signed and verified by the applicant or by a nember of the
firmor an officer or other authorized representative of the
busi ness entity ef—the—eorporatiron—asseciation—unton—or
ether—ergantzation appl yi ng.

(6) 5> Every applicatiog under this section shall be
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acconpani ed by three specinens or facsiniles showing the mark
as actually used a—speeciren—or—faestmte—ofsueh—mark—in
t+pH-ecate.
(76> Every application under this section shall be

acconmpanied by a filing fee %8450 payable to the
department in accordance with s. 495.191 ef—State—for—each

F . i ed ina PP
: b b eht] : _

Section 6. Section 495.035, Florida Statutes, is
created to read

495.035 Filing of applications.--

(1) Upon the receipt of an application for

regi stration and paynent of the application fee, the

department may cause the application to be exam ned for

conformty with this chapter

(2) The applicant shall provide any additiona

pertinent information requested by the departnent, including a

description of a design mark, and may nmake, or authorize the

department to make, such amendnents to the application as nmay

be reasonably requested by the departnent or deened by

applicant to be advisable to respond to any rejection or

obj ecti on.

(3) The departnent may require the applicant to

di scl ai m an unreqi strable component of a mark ot herw se

regi strable, and an applicant nmay voluntarily disclaima

conponent _of a mark sought to be registered. No disclainer

shall prejudice or affect the applicant's or registrant's

rights then existing or thereafter arising in the disclained

matter, or the applicant's or registrant's rights of

registration on another application, if the disclained matter

is or has becone distinctive of the applicant's or
9
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regi strant's goods or services.

(4) Anendnments may be nade by the departnent upon the

application submtted by the applicant upon the applicant's

agreenent, or _a new application may be required to be

subm tted. Anmendnents to an otherw se properly filed

application shall not affect the application filing date for

pur poses of determ ning the applicant's or registrant's filing

priority rights.

(5) If the applicant is found not to be entitled to

registration, the departnent shall advise the applicant of the

rejection and of the reasons for rejection. The applicant

shall have 3 nmonths in which to reply or anend the

application, in which event the application shall be

reexam ned. This procedure may be repeated until

(a) The departnent makes final its refusal to reqister

the mark; or

(b) The applicant fails to reply or anmend the

application within the specified period, whereupon the

application shall be abandoned.

For good cause shown, such as the pendency of litigation

involving the mark, the departnment nay extend the period of

tinme in which to respond to the rejection or suspend

exani nation of the application.

(6) If the departnent makes its final refusal to

register the nmark, the applicant may seek review of such

decision in accordance with ss. 120.569 and 120.57.

(7) In the event of multiple applications concurrently

bei ng processed by the departnment which seek registration of

the same or confusingly sinmlar narks for the sane or related

goods or services, the departnent shall grant priority to the
10
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applications in order of receipt. If a prior-received

application is granted a reqgistration, the other application

or _applications shall then be rejected. The applicant of a

rejected application may bring an action for cancellation of

the reqgistration upon grounds of prior or superior rights to

the mark, in accordance with the provisions of s. 495.101(3).

Section 7. Section 495.041, Florida Statutes, is
amended to read:

495,041 Use by rel ated comnpani es. --Were a mark
regi stered or unregistered is or may be used legitimtely by
rel ated conpani es, such use shall inure to the benefit of the
owner of the mark, and such use shall not affect the validity
of such mark or of its registration, provided such mark i s not

used in such manner as to deceive the public. If first use of

a mark by a person is controlled by the registrant or

applicant for reqgistration of a mark with respect to the

nature and quality of the goods or services, such first use

shall inure to the benefit of that registrant or applicant, as

t he case may be.

Section 8. Section 495.061, Florida Statutes, is
amended to read:

495.061 Certificate of registration.--

(1) Upon conpliance by the applicant with the
requi renents of this chapter, the department eof—State shal
cause a certificate of registration to be issued and delivered
to the applicant. The certificate of registration shall be
i ssued under the signature of the Secretary of State and the

seal of the state, and it shall show the nane and busi ness

address and, if a business entity eerperatien, the place state

of incorporation or organization, of the person clainng

ownership of the mark in this state, the date claimed for the
11
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first use of the mark anywhere and the date clained for the
first use of the mark in this state, the class or classes of

goods or services and a description of the goods or services

on or _in connection with ens which the mark is used, a

reproduction of the mark, the registration date and the term
of the registration.

(2) Any certificate of registration issued by the
department eof—State under the provisions hereof or a copy
thereof duly certified by the departnent ef—State shall be
adnmi ssible in evidence as conpetent and sufficient proof of
the registration of such mark in any action or judicia
proceedings in any court of this state, and shall be prim
facie evidence of the validity of the registration
registrant's ownership of the mark, and of registrant's
exclusive right to use the mark in this state on or in
connection with the goods or services specified in the
certificate, subject to any conditions and |limtations stated

t her ei n.

Section 9. Section 495.071, Florida Statutes, is

anended to read:
495. 071 Duration and renewal . --
(1) Registration of a nmark hereunder shall be

12
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effective for atermof 5 46 years fromthe date of
regi stration and, upon application filed within 6 nmonths prior
to the expiration of such term in a manner and form conplying

with the requirenents of erafermtebefurnishedby the
department ef—State, the registration may be renewed for a

like termbeginning at the end of the expiring term Every

application under this section shall be acconpanied by a
filing fee A+enrewal—fee—of—$87+50—For—each—elass—of—gootds—or
serviees—wth—respeet—to—which—sueh—+erewat——s—sedght, payabl e
to the department in accordance with s. 495.191 ef—Stater
I I . . : iy
: Con.

(2) A wark registration nay be renewed for successive

periods of 5 46 years in |ike manner.

(3) Any registration in effect on January 1, 2007,

shall continue in effect for the unexpired termthereof and

may be renewed by filing an application for renewal with the

departnment in a manner _and form conplying with the

requi renents of the departnment and paying the renewal fee

therefor within 6 nmonths prior to the expiration of the

registration. Fhebepartrent—of—State—shaH—not+fy—registrants
: I . ot . : b I
. I . . iy : I :
. . L I . ot

report—pur-stant—to—s5—6066-06—as—areans—of——satistying—the
regqurerert—ef—this—part—

(4) Al applications for renewal renrewals under this
chapter, whether of registrations nmade under this act or of

13
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regi strations made under _any prior _acts, shall include a
verified statement that the mark is still in use in this
state, and shall include a speci nen show ng actual use of the

mark on or _in connection with the goods or services subject to

the renewal application, or shall state that its nonuse is due

to special circunstances which excuse such nonuse and i s not
due to any intention to abandon the mark

Section 10. Section 495.081, Florida Statutes, is
amended to read:

495.081 Assignnments; changes of nane; security
interests Asstgrrent. --

(1) A registered mark or a mark for which an
application for registration has been filed Ary—fark—antd—ts

reg-strat+on—hereunder shall be assignable with the goodw ||
geot—wi+ of the business in which the mark is used or with

that part of the goodwill geed—wi++ of the business connected
with the use of and synbolized by the mark. Assignnents

Asstgnrrent shall be by an instrunent +astrurenrts in witing

duly executed and may be recorded with the departnent ef—State

upon the payment of the applicable & fee. A photocopy of an

assi gnment _shall be accepted for recording if it is certified

by any of the parties thereto, or their successors, to be a

true and correct copy of the original. Upon recording of the

assi gnnent, of—$50—payable—to the departnment ef—State whith
uponr—tecordi-ng—of—the—asstgnrents- shall issue in the nane of

the assignee a new certificate for the remainder of the term

of the registration or of the |ast renewal thereof.

(2) An assignment of any registration under this
chapter shall be void as against any subsequent purchaser for
val uabl e consi deration without notice, unless such assignment
is recorded with the departnent ef—State within 3 nmonths after

14
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the date of the assignnent or prior to the subsequent purchase

I : . : I . . : I I
o . . . . o
I . P :

(3) Aregistrant or applicant for registration

effecting a change of the nane nay record a certificate of

change of nane of the registrant or applicant with the

depart ment _upon the paynent of the recording fee payable to

the departnent in accordance with s. 495.191. In the case of a

pendi ng application for a mark that becones approved for

registration, the departnent shall issue a certificate of

registration in the registrant's new nane. In the case of a

registered mark, the departnment shall issue a new certificate

of registration in the registrant's new nane for the renmni nder

of the termof the reqgistration or |ast renewal thereof. A

person's failure to record a nane change in accordance with

this subsection shall not affect the person's substantive

rights in the mark or its reqgistration

(4) Acknow edgnment shall be prima facie evidence of

t he execution of an assignnent or other instrunment and, when

recorded by the departnent, the record shall be prima facie

evi dence of execution

(5) Security interests in marks shall be created and

perfected in accordance with chapter 679.

Section 11. Section 495.091, Florida Statutes, is
amended to read:

495.091 Records.--The department of—State shall keep
for public exami nation a record of all marks registered or

renewed under this chapter, including all docunents recorded

under s. 495.081.

15
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Section 12. Section 495.101, Florida Statutes, is
amended to read:
495,101 Cancellation.--The departnment ef—State shal
cancel fromthe register:
H—AHter—3t—year—fromthe—effeetive—date—ofthis
I ' : : : hiel
I . i
chapter—
(D2 Any registration for eeneerning which the
department eof—State has received shat—receive a voluntary

request for cancellation by the registrant, which request

shall be in a manner _and formconplying with the requirenents

of the departnent thereof—fromthe—regrst+rant.
(23 Al registrations granted under this chapter

and not renewed in accordance with the provisions hereof.

(3) 4 Any registration for eeneerntng which a court
of conpetent jurisdiction finds shaH—nd that:
(a) The registered mark has been abandoned. A—+rark

(b) The registrant ef—atraderark—or—Sserviee—rark is
16
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not the owner of the mark
(c) The registration was granted inproperly.
(d) The registration was obtai ned fraudul ently.

(e) The mark is or has becone the generic nane for the

goods or services, or a portion thereof, for which the nmark

has been regi stered.

(f)te)y The registered mark is so simlar, as to be
likely to cause confusion or mstake or to deceive, to a nmark
regi stered by another person in the United States Patent and
Trademark Office, prior to the date of the filing of the
application for registration by the regi strant hereunder, and
not abandoned; providets- however, that should the registrant
prove that the registrant she—er—he is the owner of a

concurrent registration of a her—er—his mark in the United

States Patent and Trademark O fice covering an area including

this state, the registration hereunder shall not be cancel ed.
() In the case of a certification mark, that the
regi strant does not control or is not able to exercise contro
over the use of such nmark; or engages in the production or
mar keti ng of any goods or services to which the certification

mark is applied; or the registrant permts the use of the

certification mark for purposes other than to certify; or the
registrant discrimnately refuses +efused to certify or te
continue to certify the goods or services of any person who
mai ntai ns the standards or conditions which such nark

certifies. Nothing in this paragraph shall be deened to

prohibit the registrant fromusing its certification mark in

advertising or pronoting recognition of the certification

program or _of the goods or services neeting the certification

standards of the registrant.

(4) 5> Wen a court of conpetent jurisdiction shal
17
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order cancellation of a registration on any ground.
Section 13. Section 495.111, Florida Statutes, is
amended to read:

(Substantial rewording of section. See

s. 495.111, F.S., for present text.)

495.111 dassification.--

(1) The follow ng general classes of goods and

services, confornmng to the classification adopted by the

United States Patent and Trademark Ofice, are established for

conveni ence of admnistration of this chapter

(a) Goods:

1. Cdass 1 Chemicals used in industry, science, and

phot ogr aphy; agriculture, horticulture, and forestry;

unprocessed artificial resins and, unprocessed plastics;

manures; fire extinguishing conpositions; tenpering and

sol dering preparations; chenical substances for preserving

foodstuffs; tanni ng substances; and adhesives used in

i ndustry.

2. Cass 2 Paints, varnishes, |acquers; preservatives

agai nst _rust and agai nst deterioration of wood; colorants;

nordants; raw natural resins; and netals in foil and powder

formfor painters, decorators, printers, and artists.

3. dass 3 Bleaching preparations and other

substances for laundry use; cleaning, polishing, scouring, and

abrasi ve preparations; soaps; perfunery, essential oils,

cosnetics, and hair lotions; and dentifrices.

4. Class 4 Industrial oils and greases; |ubricants;

dust absorbing, wetting, and binding conpositions; fuels

i ncluding notor spirit) and illum nants; and candl es and

wi cks for lighting.

5. dass 5 Pharmaceuticals and veterinary
18
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preparations; sanitary preparations for nedical purposes;

di etetic substances adapted for nedical use and food for

babi es; plasters and nmaterials for dressings; material for

stoppi ng teeth and dental wax; disinfectants; preparations for

destroying verm n; and fungi ci des and herbici des.

6. Class 6 Common netals and their alloys; netal

building materials; transportable buildings of netal;

materials of netal for railway tracks; nonelectric cables and

wires of common netal; ironnpbngery and small itens of netal

har dwar e; pi pes and tubes of netal; safes; goods of commpbn

netal not included in other classes; and ores.

7. Class 7 Machines and nmachine tools; mptors and

engi nes (except for |and vehicles); machine coupling and

transni ssi on conponents (except for | and vehicles);:

agricultural inplenments other than hand-operated; incubators

for eqggs.

8. Cdass 8 Hand tools and hand-operated i npl enents;

cutlery; side arns; and razors.

9. Cdass 9 Scientific, nautical, surveying,

phot ogr aphi ¢, ci nenmntographic, optical, weighing, neasuring,

signaling, checking (supervision), and |life-saving and

teachi ng apparatus and instrunents; apparatus and instrunents

for conducting, switching, transforning, accunul ating,

regulating, or controlling electricity; apparatus for

recordi ng, transm ssion, or reproduction of sound or inmges;

magnetic data carriers and recording discs; automatic vendi ng

machi nes and nechani sns_for coi n-oper ated apparatus; cash

registers, calculating nmachines, and data processi ng equi pnent

and conputers; and fire-extinquishing apparatus.

10. Class 10 Surgical, nedical, dental, and

veterinary apparatus and instrunents, artificial |inbs, eyes,
19
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and teeth; orthopedic articles; and suture nmterials.

11. Cdass 11 Apparatus for lighting, heating, steam

generating, cooking, refrigerating, drying, ventilating, water

supply, and sanitary purposes.

12. Cdass 12 Vehicles; apparatus for | oconotion by

land, air, or water.

13. Cdass 13 Firearns; ammunition and projectiles;

expl osi ves; and fireworks.

14. Cdass 14 Precious netals and their alloys and

goods in precious netals or coated therewith (not included in

other classes); jewelry and precious stones; and horol ogica

and chrononetric instrunents.

15. Cdass 15 Musical instrunments.

16. Class 16 Paper, cardboard, and goods made from

these materials (not included in other classes); printed

mat t er ; bookbi ndi ng materi al ; photographs; stationery;

adhesi ves for stationery or househol d purposes; artists

mat eri als; paint brushes; typewiters and office requisites

except furniture); instructional and teaching nateria

except apparatus); plastic materials for packagi ng (not

included in other classes); printers' type; and printing

bl ocks.

17. dass 17 Rubber, gutta-percha, gum asbestos,

m ca, and goods made fromthese materials and not included in

other classes; plastics in extruded formfor use in

manuf act ure; packing, stopping, and insulating materials; and

flexi ble pipes not of netal.

18. Class 18 Leather and imtations of |eather and

goods made of these materials and not included in other

cl asses; animal skins and hides; trunks and traveling bags;

unbrellas, parasols, and wal ki ng sticks; and whi ps, harness,
20
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and saddl ery.

19. Cdass 19 Building naterials (nonnetallic);

nonnetallic rigid pipes for building; asphalt, pitch, and

bi tumen; nonnetallic transportable buildings; npbnunents, not

of netal.

20. Cdass 20 Furniture, mrrors, and picture franes;

goods (not included in other classes) of wood, cork, reed,

cane, wicker, horn, bone, ivory, whal ebone, shell, anber,

not her - of - pearl, and neerschaum and substitutes for all these

materials, or of plastics.

21. Cdass 21 Household or kitchen utensils and

containers (not of precious nmetal or coated therewith): conbs

and sponges; brushes (except paint brushes); brush-making

materials; articles for cleaning purposes; steel wool;

unwor ked or sem wor ked gl ass (except glass used in building);

and gl assware, porcelain, and earthenware not included in

ot her cl asses.

22. Class 22 Ropes, string, nets, tents, awnings,

tarpaulins, sails, sacks, and bags (not included in other

cl asses): padding and stuffing naterials (except of rubber or

plastics); and raw fibrous textile materi als.

23. Cdass 23 Yarns and threads for textile use.

24. Class 24 Textiles and textile goods not included

in other classes and bed and table covers.

25. Class 25 Cdothing, footwear, and headgear

26. Class 26 Lace and enbroidery, ribbons, and braid;

buttons, hooks and eyes, pins, and needles; and artificia

flowers.

27. Class 27 Carpets, rugs, mats and matting,

linoleum and other materials for covering existing floors;

and wal | hangi ngs (nontextile).
21
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28. Class 28 Ganes and pl aythings; gymastic and

sporting articles not included in other classes; and

decorations for Christnms trees.

29. dass 29 Meat, fish, poultry, and gane; neat

extracts; preserved, dried, and cooked fruits and vegetabl es;

jellies, jans, and conpotes; eqgs, nmlk, and nml Kk products;

and edible oils and fats.

30. Cass 30 Coffee, tea, cocoa, sugar, rice

tapi oca, sago, and artificial coffee; flour and preparations

made fromcereals, bread, pastry and confectionery, and ices;

honey and treacle; yeast, baking powder; salt, and nustard;

vi negar _and sauces (condi nents); spices; and ice.

31. Cdass 31 Agricultural, horticultural, and

forestry products and grains not included in other classes;

live animals; fresh fruits and vegetabl es; seeds, natura

plants, and flowers; foodstuffs for aninmals and malt.

32. Class 32 Beers; nmneral and aerated waters and

ot her nonal coholic drinks; fruit drinks and fruit juices; and

syrups and ot her preparations for maki ng beverages.

33. dass 33 Alcoholic beverages except beers.

34. Class 34 Tobacco; snpkers' articles; and matches.

(b) Services:

1. Cass 35 Advertising; business nmnagenent;

busi ness admi nistration; and office functions.

2. dass 36 Insurance; financial affairs; nonetary

affairs; and real estate affairs.

3. dass 37 Building construction; repair; and

installation services.

4. Class 38 Tel econmuni cati ons.

5. Cass 39 Transport; packagi ng and storage of

goods; and travel arrangenents.
22
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6. Cdass 40 Treatnent of materials.

7. Class 41 Education; providing of training;

entertai nment; and sporting and cultural activities.

8. Class 42 Scientific and technol ogical services and

research and design relating thereto; industrial analysis and

research services; design and devel opment of conputer hardware

and software; and | egal services.

9. Cass 43 Services for providing food and drink

and tenporary accombdati on.

10. Class 44 Medical services; veterinary services;

hygi eni ¢ _and beauty care for human bei ngs or ani nals; and

agriculture, horticulture, and forestry services.

11. dass 45 Personal and social services rendered by

others to neet the needs of individuals; and security services

for the protection of property and individuals.

(c) Certification and collective nenbership narks:

1. Class 200 Collective nmenbershi p marks.

2. Class A Certification marks for goods.

3. Cass B Certification marks for services.

(d) The goods and services recited in collective

tradenmark and coll ective service mark applications are

assigned to the sane classes that are appropriate for those

goods and services in _general

(2) The establishnent of the classes of goods and

services set forth in subsection (1) is not for the purpose of

limting or extending the rights of the applicant or

registrant. A single application for registration of a mark

may i nclude any or all goods upon which, or services with

which, the mark is actually being used conprised in one or

nore of the classes listed, but in the event that a single

application includes goods or services in connection with
23
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which the mark is being used which fall within different

cl asses of goods or services, a fee equaling the sum of the

fees for registration in each class shall be payable.

Section 14. Section 495.131, Florida Statutes, is
anended to read:
495. 131 Infringenent.--Subject to the provisions of s.

495. 161, any person who shall, without the consent of the

reqi strant:

(1) User—wthout—the——conrsent—of—the—regrst+rants any
reproduction, counterfeit, copy, or colorable initation of a
mark regi stered under this chapter enr—ary—goeds—er in
connection with the sale, offering for sale, distribution,_ or
advertising of any goods or services on or in connection wth
whi ch such use is likely to cause confusion, to cause o+
nm stake, or to deceive as—to—the—seurce—or—orgrh—of—sueh
goods—er—serviees; or

(2) Reproduce, counterfeit, copy, or colorably imtate

a any—steh mark registered under this chapter and apply such

reproduction, counterfeit, copy, or colorable inmtation to

| abel s, signs, prints, packages, wappers, receptacles, or
advertisenents intended to be used upon or in connection
conjunetton with the sale, efferingfor—sate- distribution, or
advertising +na—this—state of goods or services on or in

connection with which such use is likely to cause confusion,

to cause m stake, or to deceive;

Shall be liable in a civil action by the ower of such

regi stered mark for any or all of the remedies provided in s.
495, 141, except that under subsection (2) hereof the

regi strant shall not be entitled to recover profits or damages
unl ess the acts have been commtted with know edge that such

24
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mark is intended to be used to cause confusion or mstake or
to deceive

Section 15. Section 495.141, Florida Statutes, is
amended to read:

495. 141 Renedi es. - -

(1) Any owner of a mark registered under this chapter
may proceed by suit to enjoin the manufacture, use, display,
or sale of any counterfeits or imtations thereof and any
court of competent jurisdiction may grant injunctions to
restrain such manufacture, use, display or sale as may be by
the said court deened just and reasonable, and may require the
defendants to pay to such owner all profits derived from
and/ or all dammges suffered by reason of such w ongful
manuf acture, use, display, or sale and to pay the costs of the
action; and such court nay also order that any such
counterfeits or imtations in the possession or under the
control of any defendant in such case be delivered to an
of ficer of the court, or to the conplainant, to be destroyed.
In assessing profits the plaintiff shall be required to prove
defendant's sal es only; defendant nust prove all elenments of
cost or deduction clained. In assessing damages the court may
enter judgnent, according to the circunstances of the case,
for any sum above the anpunt found as actual damages, not
exceeding three 3 times such amount. If the court shall find
that the anmount of the recovery based on profits is either
i nadequat e or excessive the court may in its discretion enter
j udgrment for such sumas the court shall find to be just,
according to the circunstances of the case. Such sumin either
of the above circunstances shall constitute conpensati on and

not a penalty. The court may also award reasonable attorney's

fees to the prevailing party according to the circunstances of
25
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the case.

(2) The enuneration of any right or renedy herein
shall not affect a registrant's right to prosecute under any
penal |aw of this state.

Section 16. Section 495.145, Florida Statutes, is
created to read

495.145 Forum for actions regarding reqgistration.--An

action seeking cancellation of a registration of a mark

regi stered under this chapter may be brought in any court of

conpetent jurisdiction in this state. Service of process on a

nonr esi dent registrant may be nade in accordance with s.

48.181. The departnment shall not be made a party to

cancel | ati on proceedi ngs.

Section 17. Section 495.151, Florida Statutes, is
anended to read:

(Substantial rewordi ng of section. See

s. 495.151, F.S., for present text.)

495.151 Dilution.--

(1) The owner of a mark that is fampus in this state

shall be entitled, subject to the principles of equity and

upon such terns as the court deens reasonable, to an

injunction and to obtain such other relief against another

person's comercial use of a mark or trade nane if such use

begi ns after the mark has becone fanpus and is likely to cause

dilution of the distinctive quality of the fampus mark, as

provided in this section. In determning whether a mark is

distinctive and fanmpus, a court may consider factors,

including, but not limted to:

(a) The degree of inherent or acquired distinctiveness

of the mark in this state.

(b) The duration and extent of use of the mark in
26
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connection with the goods and services with which the mark is

used.

(c) The duration and extent of advertising and

publicity of the mark in this state.

(d) The geographical extent of the trading area in

which the mark i s used.

(e) The channels of trade for the goods or services

with which the mark i s used.

(f) The degree of recognition of the mark in the

trading areas and channels of trade in this state used by the

mar k' s owner and the person agai nst whomthe injunction is

sought .

(g)  The nature and extent of use of the sanme or

simlar mark by third parties.

(h)  VWhether the mark is the subject of a state

registration in this state or a federal reqistration under the

Federal Trademark Act of March 3, 1881, or the Federa

Tradenark Act of February 20, 1905, or a principal register

regi stration under the Federal Tradenmark Act of July 5, 1946.

(2) 1In an action brought under this section, the owner

of a fampbus mark shall be entitled only to injunctive relief

in this state unless the person agai nst whomthe injunctive

relief is sought willfully intended to trade on the owner's

reputation or to cause dilution of the fanmpbus nmark. If such

willful intent is proven, and the mark is registered in this

state, the owner shall also be entitled to all renedi es set

forth in this chapter, subject to the discretion of the court

and the principles of equity.

(3) The followi ng shall not be actionable under this

section:

(a) Fair use of a fanmpbus mark by another person in
27
12:39 PM 03/ 27/06 $2186d- cnR7- k0a




© 00 N O O b~ W N P

W W N N N D N N NN MDD DN PP P PP, PP PPk
b O © 0o N o o A~ W N PP O ©W 00 N o o~ WwWN B+ o

Fl ori da Senate - 2006 COWM TTEE ANMENDVENT
Bill No. SB 2186
Bar code 493300

conparative conmerci al advertising or pronption to identify

t he conpeting goods or services of the owner of the fanpus

mar K.

(b)  Noncommercial use of the mark.

(c) Al fornms of news reporting and news commentary.

Section 18. Section 495.161, Florida Statutes, is
amended to read:

495. 161 Common-|aw rights.--Nothing herein shal
adversely affect er—eimnsh the rights or the enforcenent of
rights in marks acquired in good faith at any time at comon
I aw.

Section 19. Section 495.171, Florida Statutes, is
amended to read:

495.171 Effective date; repeal of conflicting proer
acts. - -

(1) This chapter, as amended by this act, shall be in
force and take effect January ©ctober 1, 2007 1967,  after—its

enactwrents- but shall not affect any suit, proceeding, or

appeal then pending.
(2) Sections 506.06-506.13 Forrer—ss—495-01-49514
are repeal ed on January 1, 2007 the—effeetive—date—of—this

aet, provided that as to any suit, proceeding or appeal, and
for that purpose only, pending at the tine this chapter, as

amended by this act, takes effect such repeal shall be deened

not to be effective until final determ nation of said pending
suit, proceedi ng or appeal

Section 20. Section 495.181, Florida Statutes, is
amended to read:

(Substantial rewording of section. See

s. 495.181, F.S., for present text.)

495.181 Construction of chapter.--The intent of this
28
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chapter is to provide a systemof state trademark registration

and protection substantially consistent with the federa

system of trademark registration and protection under the

Tradenark Act of 1946, as anended. To that end, the

construction given the federal act should be exam ned as

persuasi ve authority for interpreting and construing this

chapter.
Section 21. Section 495.191, Florida Statutes, is

created to read

495.191 Fees.--Filing and other applicable fees

payabl e to the departnent under this chapter shall be as

foll ows:

(1) Application filing fee: $87.50 per class.

(2) Renewal application fee: $87.50 per class.

(3) Assignment filing fee: $50 per cl ass.

(4) Certificate of nanme change filing fee: $50.

(5) Voluntary cancellation filing fee: $50.

(6) Certificate of reqgistration under seal: $8.75.

(7) Certified copy of application file: $52.50.

Section 22. Sections 506.06, 506.07, 506.08, 506.09,

506. 11, 506.12, and 506.13, Florida Statutes, are repeal ed.

Section 23. This act shall take effect January 1,

2007.

—=============== T | T L E AMENDMENT ===============
And the title is anended as fol |l ows:

Del ete everything before the enacting cl ause

and insert:

Abill to be entitled
29
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An act relating to tradenarks; creating s.
495.001, F.S.; providing a short title;
amending s. 495.011, F.S.; providing
definitions; amending s. 495.021, F.S.
precluding registration of certain marks;
repealing s. 495.027, F.S., relating to
reservation of a mark; amending s. 495.031
F.S.; providing requirenents for information to
be contained in an application for registration
of a mark; authorizing the Departnent of State
to require certain information in an
application; requiring that the application be
signed and verified by any of certain persons;
requiring that the application be acconpanied
by three speci nens showi ng the nark; requiring
that the application be acconmpani ed by a fee;
creating s. 495.035, F.S.; providing filing
gui del i nes for applications; providing for
di scl ai ners of unregistrable conponents;
providing for anendment and judicial review,
providing for priority of registrations;
amending s. 495.041, F.S.; providing that first
use shall inure to the benefit of the
regi strant or applicant under certain
ci rcunst ances; amending s. 495.061, F.S.
providing for the issuance of a certificate of
regi stration by the departnment; renoving a
provision relating to reservation of a nark;
amending s. 495.071, F.S.; providing guidelines
for the renewal of marks; revising duration of

ef fectiveness of a registration; anending s.
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495.081, F.S.; providing for the assignability
of marks; authorizing a photocopy of an
assignment to be acceptable for recording;
provi ding for change of nane certificates for
regi strants; authorizing recordation of certain
i nstruments; providi ng acknow edgnent of
recording as prima facie evidence of the
execution of an assignnent or other instrument;
speci fying requirenents for creation and
perfection of security interests in marks;
amending s. 495.091, F.S.; requiring the
department to record all nmarks registered with
the state; amending s. 495.101, F.S.; requiring
t he department to cancel certain marks;
amending s. 495.111, F.S., which establishes a
classification of goods and services; providing
that a single application for registration of a
mark may include any or all goods upon which
or services with which, the nark is actually
bei ng used conprised in one or nore of the
classes listed; anending s. 495.131, F.S.
revising infringement provisions to include an
el ement of |ack of consent by the registrant;
conform ng | anguage; anmending s. 495.141, F.S.
provi di ng additional renedies for the
unaut hori zed use of a mark; creating s.
495,145, F.S.; providing a forumfor actions
regardi ng registration; providing for service
of process on nonresident registrants; anending
s. 495.151, F.S.; providing for an injunction

in cases of dilution of a fanmpbus nark;
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providing factors to be considered in
determning that a mark is famous; providing
danmages in certain circunstances of dilution
amending s. 495.161, F.S.; deleting | anguage
relating to the dinmnishing of certain common
law rights; anending s. 495.171, F.S.
providing effective date of changes to ch. 495,
F.S., as anended by the act; providing for
repeal of conflicting acts; providing
application to pendi ng actions; anending s.
495,181, F.S.; providing construction and
legislative intent; creating s. 495.191, F. S
providing certain fees; repealing s. 506. 06,
F.S., relating to unlawful to counterfeit
trademark, to conform repealing s. 506.07,
F.S., relating to filing of trademark or other
formof advertisenment for record with
Department of State, to conform repealing s.
506.08, F.S., relating to fee for filing, to
conform repealing s. 506.09, F.S., relating to
civil renedies, to conforn repealing s.
506.11, F.S., relating to unlawful use of
trademark, to conform repealing s. 506.12,
F.S., relating to procuring the filing of
trademark or other form of advertisenent by
fraudul ent representations, to conform
repealing s. 506.13, F.S., relating to using
the nane or seal of another, to conform

providing an effective date.
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